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Fed. Circ. Revives Web Conference IP Suit Against 
Microsoft
By Ryan Davis

Law360, New York (November 05, 2014, 4:57 PM ET) -- The Federal Circuit on Wednesday revived 
defunct internet service provider @Home Network's infringement suit against Microsoft Corp., IBM Corp. 
and others over web conferencing technology, ruling that a lower court used a faulty claim construction 
and erroneously found the patent invalid.

In a 2-1 decision, the appeals court vacated a final judgment against @Home that stipulated the 
defendants could not infringe under U.S. District Judge Judge A. Howard Matz's claim construction. The 
Federal Circuit also vacated the judge's finding that some of the claims were indefinite.

With regard to the claim construction, the court found that the judge's interpretation of the patent, which 
describes a "virtual classroom" system using computers to connect presenters with geographically remote 
audience members, was too narrow.

"There is no suggestion in the intrinsic record that the applicant intended the claims to have the limited 
scope determined by the district court," the Federal Circuit wrote in an opinion by Judge Richard Linn.

The court also vacated the judge's finding that that term "distributed learning control module" in the 
patent was invalid as indefinite.

The judge concluded that the phrase was a so-called means-plus-function term, which are deemed 
indefinite if they do not disclose an algorithm for performing all of the claimed functions. The judge said 
@Home's patent was indefinite because it did not include the necessary algorithms, but the Federal Circuit 
concluded that the phrase was not a means-plus-function term.

The appeals court said the judge failed to give weight to the "strong presumption" that a claim is not 
subject to the means-plus-function indefiniteness requirements if it does not use the word "means."

While the judge found that the word "module" was simply a substitute for the word "means," the Federal 
Circuit held that "the term 'module' has a structure connoting meaning to persons of ordinary skill in the 
computer arts." It is therefore not a means-plus-function phrase and cannot be found indefinite, the court 
ruled.

The case divided the Federal Circuit, with Judge Jimmie Reyna dissenting on both the claim construction 
and validity findings. The patent should have been found indefinite, he wrote, because "in this case, the 
term 'module' is a 'nonce' word, a generic word inherently devoid of structure."

According to the complaint, @Home was founded in 1996 by William Randolph Hearst III, the grandson of 
the famous newspaper publisher, and provided high-speed internet access to more than four million 
subscribers at its peak before going bankrupt in 2001.

The suit was filed in 2011 by the @Home Bondholders' Liquidating Trust, which has the rights to the 
company's patent. The patent covers a way of using computers to conduct online meeting in a virtual 
"classroom or auditorium-like metaphor."



The complaint alleged that Microsoft, IBM, Adobe Systems Inc., Citrix Systems Inc. and Webex 
Communications Inc. infringed the patent by offering products and services like Microsoft's Office Live 
Meeting and Citrix's GoToMeeting.

"The trustee is pleased with the Federal Circuit's decision, and looks forward to having its infringement 
claims resolved on the merits at the district court," Brett Williamson of O'Melveny & Myers LLP, an 
attorney for the trust, said Wednesday.

An attorney for the defendants could not immediately be reached for comment.

The case has had a long history at the Federal Circuit. A panel that included former Federal Circuit Chief 
Judge Randall Rader heard oral arguments in September 2013. Judge Rader retired in June, and the 
court informed the parties in August that Judge Kimberly Moore was joining the panel to replace him and 
decide the case.

The patent-in-suit is U.S. Patent Number 6,155,840.

Federal Circuit Judges Kimberly Moore, Richard Linn and Jimmie Reyna heard the appeal.

@Home is represented by Brett Williamson and Timothy Byron of O'Melveny & Myers LLP and William 
Norvell Jr., Scott Marrs and Brian Bagley of Beirne Maynard & Parsons LLP.

Citrix, Adobe and Microsoft are represented by Kurt Glitzenstein, Frank Scherkenbach and Indranil Mukerji 
of Fish & Richardson PC. Webex is represented by Douglas Kubehl, Samara Kline and Brian Johnston of 
Baker Botts LLP. IBM is represented by Mark Abate, Calvin Wingfield Jr. and William Sheehan of Goodwin 
Procter LLP and Gregory Bishop of Pepper Hamilton LLP. Microsoft is also represented by in-house counsel 
Isabella Fu.

The case is Williamson v. Citrix Online LLC et al., case number 2013-1130, in the U.S. Court of Appeals 
for the Federal Circuit.

--Editing by Emily Kokoll. 
All Content © 2003-2014, Portfolio Media, Inc.


