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Q&A With Beirne Maynard's Scott Marrs
Law360, New York (July 25, 2013, 12:42 PM ET) -- Scott Marrs, a partner with Beirne 
Maynard & Parsons LLP's HOuston office, has experience in litigation and legal counseling 
in intellectual property, energy, commercial, product liability and international matters 
and arbitrations. He is also an arbitrator with the American Arbitration Association, is on 
the advisory board for the Institute for Energy Law and was previously in the legal, natural 
gas and land departments of a major energy company.

Q: What is the most challenging case you have worked on and what made it 
challenging?

A: Major patent litigation involving companies on both coasts, witnesses in numerous 
locations around the nation, experts in foreign countries and billions in revenue at issue. 
Logistics issues and inability to clone the great lawyers on our team are challenging.

Q: What aspects of your practice area are in need of reform and why?

A: IP law (trademarks, copyrights, patents, trade secrets) has undergone vast changes in 
the last few years (for instance, the America Invents Act, which went into effect Sept. 16, 
2011). However, more is needed. There needs to be more uniformity in intellectual 
property law, especially state IP laws (such as state trademark, trade secret and covenant 
not-to-compete laws) since many businesses have locations or operations in more than 
one state.

More reform on venue and transfer issues also needs to occur primarily in patent cases, 
and more certainty for both employers and employees needs to occur in trade secrets and 
covenant not-to-compete law (i.e., how narrow or expansive when such covenants are 
enforceable, what constitutes adequate consideration to enforce, what restrictions are 
reasonable, etc).

Q: What is an important issue or case relevant to your practice area and why?

A: Patent claim construction, and whether the appellate court should review a trial court’s 
decision regarding the interpretation of the patent language (i.e., claim construction) de 
novo ("from the beginning," "afresh," "anew," "beginning again") as is currently the law.

Recently, in Lighting Ballast Control LLC v. Philips Electronics North America Corporation
(Fed. Cir. Mar. 15, 2013)), the Federal Circuit (en banc) agreed to reconsider the de novo 
review of claim construction under Cybor Corp. v. FAS Techs. Inc. The court directed the 
parties and amici to address these three questions: Should this court overrule Cybor Corp. 
v. FAS Technologies Inc., 138 F.3d 1448 (Fed. Cir. 1998)? Should the court afford 
deference to any aspect of a district court’s claim construction? And if so, which aspects 
should be afforded deference?

As a result, there is a strong possibility that the United States Supreme court will weigh in 
on the de novo standard of review for claim construction in the next year or two.

Q: Outside your own firm, name an attorney in your field who has impressed you 



and explain why.

A: Practicing law is a tough business. The law is constantly changing, you are battling with 
courts, opposing parties, opposing attorneys and deadlines galore. You have to keep a cool 
head, control chaos and above all, keep your client’s goals and interests first and foremost.

As an associate at Vinson & Elkins, I grew to respect a lawyer that had all the tools in the 
toolbox — Gibson “Gib” Walton. [He was aggressive yet gentlemanly and engendered 
respect. He knew which battles to pick. He always asked if the task or effort furthered the 
client’s best interests and ultimate goal. He never thought “old school” was uncool. He was 
a real lawyer’s lawyer. He understood that being a true “counselor” to your client in view of 
the big picture is much more important than simply giving legal advice on a given issue.

Unfortunately, Gib passed away expectantly in February 2013 — his legacy lives on in the 
many people he influenced throughout his illustrious legal career.

Q: What is a mistake you made early in your career and what did you learn from 
it?

A: Relying on others to calendar important case deadlines. I learned early on that a simple 
mistake by a secretary or paralegal could spell disaster. An important filing deadline was 
almost missed when a paralegal miscalculated a deadline. It was caught in time, by a hair.

I now personally calendar all case deadlines. We live or die by case deadlines. One missed 
deadline can torpedo an entire case and then some. Some deadlines are not date-specific 
or are buried within a court’s order. With so much riding on meeting deadlines, the risk of 
not meeting one substantially overrides the inconvenience of personally calendaring them.

The opinions expressed are those of the author and do not necessarily reflect the views of 
the firm, its clients, or Portfolio Media Inc., or any of its or their respective affiliates. This 
article is for general information purposes and is not intended to be and should not be 
taken as legal advice.
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