
 

 
 

 

 

 

 

 

On March 28, 2014, the Canadian government introduced the most 

sweeping amendments since 1954 to Canada's trademark law.  These 

amendments were tabled as part of an omnibus budget implementation bill, 

Bill C-31, called the Economic Action Plan 2014.  These amendments are 

designed to put Canada in a position to adhere to the Madrid Protocol, the 

Nice Agreement, and the Singapore Treaty, 3 major international trademark 

treaties. 

 

One of the most significant changes proposed in Bill C-31 relates to simplified 

filing grounds for trademark applications.  Applicants will no longer be 

required to identify a date of first use or to provide details of any use and 

registration in other countries.  However, applications will still be subject to 

being opposed by third parties based on prior use of a confusing mark in 

Canada.  These legislative changes will make it very difficult for trademark 

owners to accurately evaluate the potential effect of new applications, and 

will result in increased uncertainty, risks and costs for trademark owners, both 

when selecting and using new trademarks, as well as when contemplating 

oppositions or other enforcement options.  Choosing new trademarks will 

become even more difficult than it is at present, as it is anticipated that 

there may be many more "intended" marks on the Register.  Small and 

medium sized businesses will be particularly harmed in terms of increased 

costs of enforcement of their trademark rights, against larger players around 

the world who can register their marks in Canada with no need to provide 

details of the basis of their claimed rights. 

This article is intended for general information purposes only and should not be relied upon as legal advice. 
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Other proposed changes include: 

 a reduced term for registrations of 10 years, down from the current 15 years; 

 elimination of the requirement to file a declaration of use before obtaining a trademark registration; 

 adoption of the Nice classification system for goods and services; 

 the expansion of the definition of "trademark" to include 3-dimensional shapes, sounds, scents, colours, and the 

like. 

It is expected that adherence to the Nice classification system will also bring additional costs, as filing fees will likely be 

charged based on the number of classes included in the application. 

We would strongly advise all trademark owners to ensure that all of their trademarks are registered now, before the new 

legislation is implemented, to ensure that their marks are protected, for all important goods and services, before costs 

increase, and more importantly before third parties are free to apply to register your client's brands without having to 

assert a date of first use or to substantiate such use in order to obtain a trademark registration for an important brand.  

The Bill has already been sent to Committee.  Further developments will be reported as the legislation moves forward. 
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